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Headnotes 

PATENTS 

fl] Practice and procedure in Patent and Trademark Office —Board of Patent Appeals and Interferences — In general 
(§110.1101) 

PatentabilityA^alidity — Obviousness — Combining references (§115.0905) 

PatentabilityA^alidity — Obviousness — Evidence of (§115.0906) 

RejectioD of patent application for obviousness under 35 U.S.C. §103 must be based on evidence comprehended by language of that 
section, and search for and analysis of prior art includes evidence relevant to finding of whether there is teaching, motivation, or 
suggestion to select and combine references relied on as evidence of obviousness; factual inquiry whether to combine references must 
be thorough and searching, based on objective evidence of record, and Board of Patent Appeals and Interferences must explain 
reasons why one of ordinary skill in art would have been motivated to select references and to combine them to render claimed 
invention obvious. 



[2] PatentabilityA^alidity — Obviousness — Combining references 



JUDICIAL PRACTICE AND PROCEDUIRE 



Procedure — Judicial review — Standard of review — Patents (§410.4607.09) 

Board of Patent Appeals and Interferences improperly relied upon "common knowledge and common sense" of person of ordinary 
skill in art to find invention of patent application obvioxis over combination of two prior art references, since factual question of 
motivation to select and combine references is material to patentability, and could not be resolved on subjective behef and unknown 
authority, since deferential review of agency decisions under Administrative Procedure Act reinforces obhgation of board to develop 
evidentiary basis for its findings, since board's rejection of need for any specific hint or suggestion in particular reference to support 
combination constituted omission of relevant factor required by precedent, and thus was both legal error and arbitrary agency action, 
since board's findings must extend to all material facts and be documented on record, and since "common knowledge and common 
sense" are not specialized knowledge and expertise of agency contemplated by APA, and may not be substituted for evidence, 
although they may be applied to analysis of evidence. 
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PATENTS 



[3] Practice and procedure in Patent and Trademark Office — ^Board of Patent Appeals and Interferences — In general 
(§110,1101) 

PatentabilityA^aiidity — Obviousness — Evidence of (§115.0906) 
JUDICIAL PRACTICE AND PROCEDURE 

Procedure — Judicial review — Standard of review —Patents (§410.4607:09) 

Patent examiners and Board of Patent Appeals and Interferences, in relying on what they assert to be general knowledge to negate 
patentability on ground of obviousness, must articulate that knowledge and place it on record, since examiners and board are 
presxmed 
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to act from viewpoint of person of ordinary skill in art in finding relevant facts, assessing significance of prior art, and making 
ultimate determination of obviousness issue; failxire to do so is not consistent with either effective a dminis trative procedure or 
effective judicial review, and board cannot rely on conclusory statements when dealing with particular combinations of prior art and 
specific claims, but must set forth rationale on which it relies. 

[4] Procedure — Court of Appeals for the Federal Circuit (§410.03) 

Procedure — Judicial review — Standard of review — Patents (§410.4607.09) 

U.S. Court of Appeals for the Federal Circuit will not consider proposed alternative grounds for affirming decision of Board of Patent 
Appeals and Interferences rejecting patent application for obviousness, since alternative grounds were made at oral argumerit and 
constitute post hoc rationalization for agency action, consideration of which would deprive aggrieved party of fair opportunity to 
support its position. 

Case BOistory and Disposition 

Appeal firom the U.S. Patent and Trademark Office, Board of Patent Appeals and 

Patent application of Sang-Su Lee, serial no. 07/63 1,210, directed to method of automatically displaying functions of video display 
device and demonstrating how to select and adjust functions to facilitate user response. Applicant appeals from decision upholding 
rejection of all claims for obviousness, and firom reaffiimation of that decision on reconsideration. Reversed and remanded. 

Attorneys: 

Richard H. Stem and Robert E. Bushnell, Washington, D.C., for Sang Su Lee. 

Sidney O. Johnson Jr., associate soHcitor, JohnM. Whealan, solicitor, and Raymond T. Chen, Maximilian R. Peterson, and Mark 
Nagumo, associate solicitors, Arlington, Va., for Director of U.S. Patent and Trademark Office. 

Judge: 

Before Newman, Clevenger, and Dyk, circuit judges. 

Opinion Text 

Opinion By: 

Newman, J. 

Sang-Su Lee appeals the decision of the Board of Patent Appeals and Interferences of the United States Patent and Trademark Office, 
rejecting all of tiie claims of Lee's patent application Serial No. 07/63 L210 entitled "Self-Diagnosis and Sequential-Display Method of 
Every Function." IWe vacate the Board's decision for failure to meet the adjudicative standards for review under the Administrative 
Procedure Act, and remand for further proceedings. 

The Prosecution Record 
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Mr Lee's patent appUcation is directed to a metj^f automaticany displaying the functions of a^o display device and 
demonstnting how to select and adjust the funcWi in order to facilitate response by the user. TTMsplay and demonstration are 
achieved using computer-managed electronics, including pulse-width modulation and auto-fine-tuning pulses, m accordance with 
procedures described in the specification. Claim 10 is representative: 

10. A method for automatically displaying functions of a video display device, comprising: 
determining if a demonstration mode is selected; 

if said demonstration mode is selected, automatically entering a picture adjustment mode having a picture menu screen displaying a 
list of a plurahtv of picture functions; and 

automatically demonstrating selection and adjustment of individual ones of said plurality of picture fiinctions. The examiwr 
reiected the claims on iht ground of obviousness, citing the combination of two references: Umted States Patent 4,626 892 to 
Nortrup. and the Thunderchopper Hehcopter Operations Handbook for a video game. The Nortnip reference describes a televuion 
set ha^dng a menu display by which the user can adjust various picture and audio functions; however, tile Nortrup display does not 
include a demonstration of how to adjust the fimctions. The Thunderchopper Handbook describes the Thunderchopper gune s 
video display as having a "demonstration mode" showing how to play the game; however, the Thunderchopper Handbook makes 
no mention of the adjustment of picmre or audio functions. The examiner held that it 
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would have been obvious to a person of ordinary skill to combine the teachings of these references to produce the Lee system. 
Lee appealed to the Board, arguing that the Thunderchopper Handbook simply explamed how to play the Thmderchopper game and 
that the prior art provided no teaching or motivation or suggestion to combine this reference with Nortrup, or that such combination 
would poduce the Lee invention. The Board held that it was not necessary to present a source of a teachmg, suggestion, or motivation 
to combine tiiese references or their teachings. The Board stated: 

The conclusion of obviousness may be made from common knowledge and common sense of a person of ordinary skill t^^e art 
witiio^ any specific hint or suggestion in a particular refer^ice. Board op. at 7. The Bo^d did not e^l^ ^e "common knowledge 
and common sense" on which it reUed for its conclusion that "the combined teachings of Nortrup and Ttmiderchopper would have 
suggested the claimed invention to those of ordinary skill in the art." 
Lee filed a request for reconsideration, to which the Board responded after five years. ^T^e Bo^d reaffirmed its decisio^ ^'"^f, 
the Thunderchopper Handbook was "analogous art" because it was "from the same field of endeavor as the Lee mvention, and that 
the field of video games was "reasonably pertinent" to the problem of adjusting display functions because &e Thunderdhopper 
Handbook showed video demonstrations of the "feamres" of the game. On the matter of motivation to combme the Nortrup and 
Thunderchopper references, the Board stated that "we maintain the position that we stated m our pnor deciaon and that tiie 
Examinei^s A^wer provided "a well reasoned discussion of why there is sufficient motivation to combme fee references. ^ Board 
did not state the examiner's reasoning, and review of the Examiner's Answer reveals that the exammer rnerely stated that bofli die 
Nortrup function menu and the Thunderchopper demonstration mode are program features and that the Thunderchopper mode is 
user-friendly" and it functions as a tutorial, and that it would have been obvious to combme them 

Lee had pressed the examiner during prosecution for some teaching, suggestion, or motivation in die prior art to 

the references that were rehed on to show obviousness. The Examiner's Answer before the Board, plus a Suiylemental Answer, stated 

that the combination of Thunderchopper with Nortrup "would have been obvious to one of ordin^ skiU m &e art smce the 

demonstration mode is just a programmable feature which can be used in many different device[s] for providmg automatic 

introduction by adding the proper programming software." and that "anodier motivation would be that the automatic demonstration 

mode is user feendly and it fimctions as a tutoriaL" The Board adopted the examiner's answer, stating the exammer has provided a 

weU reasoned discussion of these references and how the combination of these references meets the claim lumtations^ 

perhaps recognizing tiiat the examiner had provided msufficient justification to support combinmg the Nortmp and Thunderchopper 

references, the Board held, as stated supra, that a "specific hint or suggestion" of motivation to combme was not required. 

This appeal followed. 

Judicial Review 

Tribunals of the PTO are govemed by the Administrative Procedure Act, and their ruUngs receive ^e same judicial deference as do 
iWals of other adminisLtive agencies. Dickinson v. Zurto, 527 U.S. 150. 50 USPQ2d 1930 (1999). Thus on appeal we review a 

PTO Board's findings and conclusions in accordance with the following criteria: 

5 U.S.C. §706(2) The reviewing court shall — 

(2) hold unlawful and set aside agency actions, findings, and conclusions found to be— 
(A) arbitraiy, capricious, an abuse of discretion, or otherwise not in accordance with law; 



* * * * 



(E) unsupported by substantial evidence in a case subject to sections 556 and 557 of this tide or otherwise reviewed on the 
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explanatioB of its decision. The agency tribunal 
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^, fori, findings m ground, tereof. a. suppofled by .be agency reconi, and »plain i« .ppUcaSon of tt.. law «.= 

found facts. The Court has often explained: 

establishes a scheme of -Teasoned decisiomnakmg." H t ^^^^^^S^,^^ ^^^^ 5aZes fl^ Service. Inc. v. 

authority.but the process bywMc^it^^^^^^ 

//aftonfli Labor Relations Bd., 522 U.S. 359 o74 (lyyK) • ^ T ie reviewin° court is thus enaoled to pSn bnn 

.ea^edasox^ddecis^ ^ W ^^^.^"^ S f to determine "whether the decision 

^SSninglbl revie-^lhmaie stnctuies ortiie A^A for "^^^^f judgma^^ Citizens to Preserve Overton Park v. 

was based on the relevant factors and whether there h^ been a clear ^=7°^ tent is thus founded on the 

Volpe, 401 U.S. 402. 416 (1971). Judicial review of a Bo-^ deepen den>^a^^^^^ ^^^^^^^ on which the 

obligation of the agency to make the necessary findmgs and to provide ^ ^^J^ Zurito 258 F.3d 1379. 1386. 59 

^TT^ITO 2000) (Board decision "must be justified within the four comers of the record ). 
,3AsappHedtothedete^.o.ofpatentabm^^^^^^^^^ 

^.S.C. §103 must be based on evidence comprehended by the Img^geo^^ ^ ^^^^ ^^^^ 

769.775 (Fed. Cir. 1983). The essential factu^ evidence on the fj^f .^^^S^*^ J^/^^ti^^ centers on prior art and 

U:On7-18. 148 USPQ 459. 467 (1966) and e«^"J"^SP^^^^^ of the prior art deludes 

the analysis thereof. When patentabihty tur^ on que Jon of ob«s^ S^eSon to select and combine L references reUed on 
evidence relevant to the finding of whejier there ^^^^Jf f' ^^'^'f ^62 F^d^ 1351-52, 60USPQ2d 1001. 1008( Fed. Cir. 
as evidence of obviousness. See, eg McGinley v. ^'"''f ^^^ff*/^^ "a question of fact drav^g on tke OraA am 

2001) ("the central question is whether there is reason to combme [the] reterences, a qucsu 

factors). 

"The facmal inquiry whe^erto confine .ferencesm^tbe^^^^ 

record. Tins precedent has been reurforced in mynad ^^'^f f/j^^Js'^^'S ("a shf^g of a ^ggestion, teaching. 
Corr- V. Philip Moiris Inc., 229 F.3d 1 120. 1124-25. ^^i^l^ii^^)^'; ^^j^^s^ess holdine'") (quoting C.R. Bard. Inc., v. 
or motivation to combine theprior art refeences is an^e^^^ ^^^^^f^ ^^^^ 50USPQ2d 

MS Systems. Inc., 157 F.3d 1340. 1352 48 USPQ2d 1225. Ig2 ^e^^^^^^ butiowerfiil attraction of ahindsigEt- 

1614. l617(Fed. Cir. 1999) ("Our case 1^^^^^^^™^^,^^^^ teaching or motivation to combine prior art 

b-Se-^ousness -^^^^^ 5°^,^^^^^^^^ (there nLtbe some motivatioi. suggestion. 

sts^y^dSssr^^^^^^^ 

-^^gd^Cj^^^^ - 
1984)). 

n.=df0,sp.c^..yp=rvada.^ antboH.,. ... ..^..^-^^^^^^ 

OrtciJat findings mast b« made as » lie r=ijon the ^'^^^^^^'^.^^^ 3d 1350, 1359, 4 7 USP02d 1453. 14S9 (Fed. 

skill, that suggests the claimed combination. 
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i.o.be.»o.*.*eB»a^n^te^.jin.bete,.o^.W»dn^^ 

md to combme them to render the dattned mv»non o""""^; )• "f^^Z^i^^ "raJy by sho wing some objective lea cbing in 

^e'sra..Trrc„!|?gts^vSr:L?s°^^^ 

teachings of ihe references")- 

plWithrespeCoLee. apphc.».nei4etthe ™«-~e1SSrr^y.t*^^^^ / 
kottnipandThtmdeichoppernferences to lendei obvjoos ^T^'^l^'^^J^^Zi, t„,piovidmg automatic / 
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mode is user friendly and it functions as a tutodjfco not adequately address the issue of motiva^^ko combine. This factual question 
of motivation is material to patentability, and cflra not be resolved on subjective belief and unknot authority. It is improper, in 
determining whether a person of ordinary skiU would have been led to &is combination of references, simply to "[use] that which the 
inventor taueht against its teacher." W,L Gore v. Garlock Inc., Ill F.2d 1540, 1553, 220USPQ 3Q3, 312-13 (Fed. Cir. 1983). Thus 
the Board nuist not only assure that the requisite findings are made, based on evidence of record, but must also explam the reasonmg 
by which the findings are deemed to support the agency's conclusion. 

Deferential judicial review under the Administrative Procedure Act does not reheve the agency of its obUgation to develop an 
evidentiary basis for its findings. To the contrary, the Administrative Procedure Act reinforces this obhgation. See, e.g., Motor Vehicle 
Manufacturers Ass'n v. State Farm Mutual Automobile Ins. Co., 463 U.S. 29, 43 (1983) ("the agency must examine the relevant data^ 
and articulate a satisfactory explanation for its action including a ^rational connection between the facts found and the choice made. ) 
(quotmg Burlington Truck Lines v. United States, 371 U.S. 156, 168 (1962)); Securities & Exchange Comm'n v. Chenery Corp., 318 
U.S. 80, 94 (1943) ("The orderly function of the process of review requires that the grounds upon which the administrative agency 
acted are clearly disclosed and adequately sustained."). 

In its decision on Lee's patent appUcation, the Board rejected the need for "any specific hint or suggestion in a particular reference" to 
support the combination of the Nortrup and Thunderchopper references. Omission of a relevant factor required by precedent is both 
legal error and arbitrary agency action. See Motor Vehicle Manufacturers, 463 U.S. at 43 ("an agency rule would be aroitrary and 
capricious if the agency entirely failed to consider an important aspect of the problem"); MuUins v. Department of Energy, 50 F.3d 
990 99'^ (Fed. Cir. 1995) ("It is well estabhshed that agencies have a duty to provide reviewing courts with a sufficient explanation 
for their'decisions so that those decisions may be judged against the relevant statutory standards, and tiiat failure to provide such an 
explanation is grounds for striking down the action."). As discussed in National Labor Relations Bd, v. Ashkenazy Property Mgt. 
Corp., 817 F.2d 74, 75 (9th Cir. 1987), an agency is "not free to refuse to follow circuit precedent" 

The foundation of the principle of judicial deference to the ruhngs of agency tribunals is that the tribunal has speciahzed knowledge 
and expertise, such that when reasoned findings are made, a reviewing court may confidently defer to the agency's application of its 
knowledcre in its area of expertise. Reasoned findings are critical to die performance of agency functions and judicial reliance on 
agency competence. See Baltimore and Ohio R. R. Co. v. Aberdeen d Rockfish R, R. Co., 393 U.S. 87, 91-92 (1968) (absent reasoned 
fcidings based on substantial evidence effective review would become lost "in the haze of so-called expertise"). The "common 
knowledge and common sense" on which the Board relied m rejecting Lee's appUcation are not the specialized knowledge and 
expertise contemplated by the Administrative Procedure Act Conclusory statements such as those here provided do not fulfill the 
agency's obhgation. This court explained in Zurko, 258 F.3d at 1385, 59 USPQ2d at 1697. that "deficiencies of the cited references 
cannot be remedied by 
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the Board's general conclusions about what is ^basic knowledge' or ^common sense.'" The Board's findings must extend to all naaterial 
facts and must be documented on the record, lest the 'liaze of so-caUed expertise" acquire insulation from accountabihty. "Conimon 
knowledge and common sense," even if assumed to derive from the agency's expertise, do not substitute for authority when the law 
requires authority. See Allentown Mack, 522 U.S. at 376 ("Because reasoned decisionmaking demands it, and because the systemic 
consequences of any other approach are unacceptable, the Board must be required to apply in fact the clearly understood legal 
standards that it enunciates in principle ....") 

Tne case on which the Board rehes for its departure from precedent, In re Bozek, 4 1 6 F.2d 1385, 163USPQ 545 (CCPA 1969), indeed 
mentions "common knowledee and common sense," the CCPA stating that the phrase was used by the Sohcitor to support the Board s 
conclusion of obviousness based on evidence in the prior art Bozek did not hold that common knowledge and common sense are a 
substitute for evidence, but only that they may be apphed to analysis of the evidence. Bozek did not hold that objective analysis, 
proper authority, and reasoned findings can be omitted from Board decisions. Nor does Bozek, after thirty-two years of isolation, 
outweigh the dozens of mhngs of the Federal Circuit and the Court of Customs and Patent Appeals that determination of patentabihty 
must be based on evidence. This court has remarked, in Smiths Industries Medical Systems. Inc. v. Vital Signs, Inc., 1 83 F.3d 1347, 
1356, 51 USPQ2d 1415, 1421(Fed. Cir. 1999), ihztBozek's reference to common knowledge "does not in and of itself make it so" 
absent evidence of such knowledge. 



[3] The determination of patentabihtj' on the ground of unobviousness is ultimately one of judgment In furtherance of the judgmental 
process, the patent examination procedure serves both to find, and to place on the official record, that which has been considered with 
respect to patentability. The patent examiner and the Board are deemed to have experience in the field of the invention; however this 
experience, insofar as apphed to the determination of patentability, must be apphed from the viewpoint of "&e person havmg ordmary 
skiU in the art to which said subject matter pertains,"the words of section 103. hi fmding the relevant facts, m assessmg the 
significance of the prior art, and in making the ultimate determination of the issue of obviousness, the examiner and the Board are 
presumed to act from this viewpoint Thus wheR.thev rely on what they assert to be general knowledge to negate patentabihty, that 
knowle dge must be articulated andj^laced ontblrecjMal^ The tailure to ao so is not consistent with eime? effecnve admmistrative 
prncednre or effecrive mdicial review! I he board cannot rely on conclusor^^ statements when deahng with particular combmanons of 
prior art and specific claims, but must set'forth the rationale on which it relies. 
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Alternative Grounds 

[4]Atonla^ent^ePTOSoUdtcrproposed]^^^^^^ 
k stated m Burtogfon rmci Line.. /nc. V. C/mted 5tor^ 

hoc rationalization for agency action." Consideration by the be made on ie grounds relied on by 

party of a fair opportunity to support its positon; thus review "^^^^^ ^S'to S th^ administrative action by substituting 
Kency. "If those grounds are madequate /ZhSe cZ^ v. Chenery Corp., 332 U.S. 194, 196 (1947> 

v^hat it considers to be a more adequate or proper b^is. Secunties d ^^^^l reviewing court agrees that the agency mosmterpreted 
AS reiterated in Federal Election Comm^ v. ^^"^^J^ '^f l^; f lien ihouch L agency (like a new jury after a mistrial) might 

SL^SilLSLf^i^SaTet^^^ 

gromds that might support the Board's decision. 

Further Proceedings 

1 u^r in arrnrdance With Statute and precedent The agency tribunal 

agency action. In Radio-Television News Directors Ass'n v. FCC, 184 F.3d 872 (D.C. 
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Cir.l999)diecourtdiscussedthe"finehneb,twe^^^^^^^ 

potentially lawful but insufficiendy or ^^PP^opnately expUm^ ^ ^ ^^^^^ .ge^cy's ord«:, 

452. 464 (D.C. Cir. 1994); the court explained &at ' Wn the ^ssion of the relevant factors and precedents) 

whi e in the latter the court frequently rernands Ihis case the Board's analysis of the Lee 

while withholding judgment on the lawMness of the ag^^^^^ 

invention does not comport with either the l^g^.5_=q^™5,^°^^^!-^^^3^d explanations needed for "reasoned 
Administrative Procedure Act that the agency tnbmial f J^J^^^f^^f explan ^ing for further proceedings 

decisioninaking."Remand for these purposes is required. See Overton Park, 4Ul u.i>. 
appropriate to the administrative process). 

VACATED AND REMANDED 

Footnotes 

1 ExparteLee, No. 1994-1989 (Bd. Pat. App. & Int. Aug. 30, 1994; on recoi^id'n Sept. 29. 1999). 

- End of Case - 
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FULL TEXT OF CASES (USPQ2D) 

^M^GinleyTpranklin Sports Inc., 60 USPQ2d 1001 (CA FC 2001) 



McGinley v. Franklin Sports Inc., 60 USPQ2d 1001 (CA FC 2001) 

McGieley v. FramkMn Sports Iec. 
U.So Court of Appeals Federal Circmit 

Nos. 00-1324, 01-1113 
Decided August 21, 2001 



Headnotes 

PATENTS 

[1] Infringement — Literallnfringement (§120.05) 
Patent construction — Claims — Means (§125.1307) 



Federal district court properly construed limitation in claims for baseball training device, which requires "means for ^^^"-^^ 
tapered egg-shaped indicia, and therefore mfiinge asserted claims. 



[2] PatentabiUty/Validity — Obviousness — Combining references 
JUDICIAL PRACTICE AND PROCEDTJTIE 



Procedure — New trial; JMOL (§41030) 

presented subsLL evidence that references, considered together, teach away irom their combmation. 

[3] Procedure — Motions generally (§41031) 

Fede^ district court did not abuse its dis cretion in denying plaintiffs motion for leave to amend complaint to add additional plaintiff, 
even thoudi proposed piaintifi' was individual 
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plaintiffs whoUy owned company, since plaintiff filed motion two months after deadline for motions and was not diligent in bringing 
matter to trial, and since trial courts are given broad latitude in managing and scheduling cases. 



[4] Procedure — New trial; JMOL (§41030) 

Fed'^ral district court did not abuse its discretion by denying patent infringement defendant's motion seeking new trial, on issue of 
^villKilness, for purpose of presenting testimony regardiiig its good faith belief that plaintiffs patent was invalid, since defendant did 
not make offer of proof under Fed R. Evid. 103 to indicate what witness would have said in testimony, and since defendant took 
advantage of its opportunity at trial to present evidence to jury concerning its alleged good faith conduct. 

Particular Patents 

Particular patents — General and mechanical — Baseball training device 

5,407, 1 93 , McGinley , baseball pitching training device, judgment of invalidity reversed; jury verdict of willful infringement 
reinstated. 

Case History and Disposition 

Apppal frnm the U.S. District Court for the District of Kansas. Lungstrum, J.; 54 USPQ2d 1729 : 

Action by Michael L. McGinley against Franklin Sports Inc. for patent rrmngement District court granted summary judgment "for 
plaintiff on in&ingement issue. FoUowing trial, jury found that claims were not invalid and were willfully infimged, but district court 
granted judgment as matter of law that claims were invaHd for obviousness. Plaintiff appeals from grant of JMOL and demal of 
motion for leave to amend complaint to join his wholly-owned business as additional plaintiff, and defendant cross-appeals grant of 
summary judgment on infringement. JMOL is reversed, and judgment is otherwise affirmed; Michel, J., dissenting in separate opmioa 

Attorneys: 

Kip D. Richards, of Walters, Bender, Strohbehn &Vaughn, Kansas City, Mo., for plaintiff-appellant 

Joseph B. Bowman and Daniel P. Devers, of Shook, Hardy &Bacon, Kansas City, for defendant/cross-appellant. . 

Judge: 

Before Mayer, chief judge, and Michel and Clevenger, circuit judges. 



Opinion Text 

Opinion By: 

Clevenger, J. 

This is a patent infringement suit in which Michael L. McGinley charges Franklin Sports, Lie. ('TSF') with willful infiiigement of 
claims 1, 2, 6, and 7 of U.S. Patent No. 5,407,193 ("the U93 patent"). On summary judgment, the United States District Court for the 
District of Kansas ruled in favor of McGinley on the issue of infringement, and the case proceeded to trial on the issues of validity an 
willfuhiess. The jury found that the asserted claims were not invalid and were willfully infringed. On a subsequent motion filed by F. 
for judgment as a matter oflaw ("JMOL"), the trial court set aside &e jury verdict on validity', holding that the asserted claims of the 
'193 patent are invalid as obvious pursuant to 35 U.S.C. §103(a). 

McGinley appeals the district court's grant of JMOL of invahdity and the earlier denial of McGinley's motion for leave to amend the 
complaint to join his business, S,C Products, Inc. ("SCP"), as an additional plaintiff. On cross-appeal, FSI challenges the district 
court's grant of summary judgment in favor of McGinley on infringement and the denial of its motion for a new tnal on willfuhiess. 

Because we conclude that the district court erred in finding that no reasonable jury could have reached a verdict of nonobviousness, 
we reverse the JMOL of invalidity. We afrlrm the district court's rulings in all other respects. 



Background 

The application for the '1 93 patent was filed on July 3, 1991, and the patent issued on April 1 8, 1995. In general terms, the '193 patent 
discloses and claims an instmcrional pitching device in the forai of a regulation baseball with specific "finger placement mdicia ' for 
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t^achirg «ude.ts how to grasp a baseball for tl#ng different types of pitches. With the «f ,l3, 
TasebaU pitcher, McGinle^s kveution was and distributed as Je Roger Clemens ^"^^^ ^^eban ( RCB ).JSUko 

n^ufacnired md sold a baseball designed to teach students to throw different types of pitches. The accused de^2ce m tius case^ 
SSnSsdl Trainer 2705 ('TsSzTOS basebaU"). was sold in the United States from at least as early as Apnl 1995 to March 
1999. 

In the preferred embodiment of the claimed invention, an aspect of which is iUustrated in the following figure, three sets of finger 
placement 
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indicia 11 are positioned on the cover 17 of a regulation baseball 10. Each set of indicia 11 is intended to . illustrate thep^cem^it of a 
s^SpStch^f s'^SSx^d middle fmgers so as to throw a particular type of pitch (e.g., two-seam fast ball, shder. curve ball, etc.). 




Indicia 1 1 are presented in two sizes, to allow the indicia intended for a left-handed stud«it to be easily distingmshed from fhe indicia 
n tn;IS^^y CO Sg all in<Scia w^ch are representative of a certain type of pitch m one color and '"^"f ^f^Sl^^f^^^d 

'^SlyTaSrSthc thumb is ge»=nlly .0 be posWon.d on lh= b.sebdl at a location oppoam the con^pontag set of Snger 

placement indicia. 

As oriainallv filed in 1991 the claims of the '193 patent required that eight sets of finger placement indicia be P™^d«<i °^^/,^!lVt 
^iSStrSdng device. Specifically, the four original claims all required the presence °f "^f f^^f^oTS^kft 

~fsSd:SEel~r;^^^^^^^ 
application by McGinley's counsel. 

T iV- the ci-uns o-einally filed by McGinlev, Pratt disclosed, inter aha, a conventional baseball ha^ong multiple sets of finger 
^^^e^^tlntcia'&^gba^ebaUplay^ to throw different t^TCS of pitches. ^P-f-^' -^^^^^^^^^^ ,f 

S^dtt t^wSs b^^^ conectly. bands of complementary colors in the equatorial band would blend mro a smgle color to 
provide a visual indication to the student that tiie ball had been thrown with proper rotation. 



http://iplaw.bnaxom/cgi-bia/omjsapi.diy/ip_uspq2d.nfo/?showhidd^^^^ 02/20/2002 
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claims are striking, there are also a few differences between Pratfs teachings andMcGinley-s initially claimed invention. First, Pratt 
did not provide for different sets of indicia on a single ball for distinguishing between left-handed and nght-handed students. Also, 
Pratt's finger placement indicia were described and illustrated as being circular, but "phantom Unes" illustrating die placement of 
fingers 21 22 and thumb 23 were included in the patent figures. These phantom hnes, however, are not descnbed m Pratt as actual 
markings on the baseball. In contrast, the finger placement indicia in the preferred embodiment of McGinley's mvention are actually 
marked on the baU, and are "egg-shaped"and slightly tapered at one end to indicate the proper onentation of the baU vath respect to 
the students palm. 

Another prior art reference which was brought to the attention of the PTO via McGinley's IDS was U.S. Patent No. 3.1 10,494 
("Morgan") which issued on November 12, 1963 . In contrast to Pratt and the '193 patent, which are based on usmg a conventional 
regulation baseball, Morgan describes a baseball training device using a lightweight and inexpensive baseball "rephca fabricated in 
the form of plastic or metallic hemispherical shells which occupy a minimum of space before use, but which can be easily assembled 
by gluing the two hemispherical halves together. In Figure 6 of Morgan (shown below) and the accompanymg wntten descnpton, a 
single set of finger-shaped marks D". E", and L" (for teaching proper placement of tiie forefinger, middle fmger, and thumb, 
respectively) are provided on the baseball training device to teach a student how to throw a basebaU with a particular curve or break. 




Tbrou<'hout the prosecution history of the '1 93 patent, McGinley's claims at issue in this case were rejected m view of Pratt on ^ 
anticipation grounds. With respect to Moraan, although this reference was before the PTO during the entire pendency of McGinley s 
patent application, it was never explicitly relied upon as a basis for a rejection based on & prima faciecuse of anticipabon or 
obviousness. 

Ultimately, in 1 995, after a series of rejections, amendments, and responses (including a partially successftil appeal to the Board of 
Patent Appeals and Interferences and the filing of a continuation application), the '193 patent issued with 14 claims. Ten of the issued 
claims (i.e claims 3-5 and 8-14) expUcitly retain the orisinal limitation requiring the inclusion of finger placement mdicia on a smgle 
basebaU pitching trainins device for both left-handed and right-handed students. These claims were not asserted in tius case. Instead, 
McGinley asserted the remaining four claims (i.e., independent claim 1 and dependent claims 2, 6, and 7) agamst FSI, ahegmg williul 

http://iplaw.bna.coni/cgi-binyomjsapi. dlMp_uspq2d.iifo/?showMdden=yes&clientro=201^ 02/20/2002 



infcngement by making and selling the 2705 1^all. The asserted claims read as foUows in th^itirety: 

1. A baseball pitching training device for dupUcating finger placement on a baseball by a student coniprising: 
a baseball cover; 

a plurality of sets of finger placement indicia on said cover, said sets of indicia comprising: 

a first set of indicia demarcating the placement of finger [sic] for throwing a first pitch; 

a second set of indicia demarcating the placement of fingers for Ihrowing. [sic] a second pitch; 

a thkd set of indicia demarcating the placement of fingers for throwing a third pitch; 
means for indicating the orientation of the baseball relative to the pahn of the hand; and 

means for coding said finger placement indicia sets for identification of each of said indicia associated with any one of said sets. 

2. The device as claimed in claim 1 wherein said means for coding comprises a color for association with each indicia of a 
particular set. 
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6. The device as claimed in claim 1, wherein said means for indicating orientation comprises shaping said indicia to distinguish that 
portion of the basebSll to be located proximate to the pahn of the hand. 

7. -Die device as claimed in claim 1 wherein said indicia are shaped to indicate a correct orientation of the baseball with respect to 
the palm of the hand. 

•193 patent, col. 5, 11. 29-48; col. 5, U. 61-64; col. 6, 11. 1-3. 

The district court held zMarkman hearing on January 21, 1999, and issued an order construing tiie disputed claims of fiie •193 patent 
shorfi^Sereafter. McGinle,' v. Franklin Sports, Irtc.,45 F. Supp. 2d 1 141 p. Kan. 1999) (.McGinley l^Je L the 

cSges only tixe districfcourfs interpremtion of the claimed "means for indicatng the onentation of die basebaU relative to^e 
palm of the hand." The district court construed the term as a means-plus-fimction limitation pursuant to .5 U.Sr^ § ^^^^ J6, jd 
SSuded that the corresponding stmcture included "a slight taper at the portion of each ^^'^^'f . ^^^j^^^f^^^^"^ fj^^^^^^ 
hand, and any equivalents of such strucmre." Id. at 1146. FSFs position on appeal is that the clami hmitation is not entitled to any 
range of equivalents whatsoever. 

Based on its claim interpretation, the district court granted McGinleys motion for ^^"f^^^ ^ 

infiingement on October 28, 1999. McGinley v. FraMin Sports. Inc., 7d F. Supp. 2d 1218. 1224-25 (D^ ^J,^^! Sd£l 
the saLe time, however, the district court denied FSTs motion for partial summary judgment on vahdi^ InlJ^fQ 26o^e iurv 
disputed issues of material fact with respect to the obviou^ess issue. TTie case pro«ed^^ 
retianed a verdict in favor of McGinley. finding the ^193 patent not invaUd and willfiilly infiinged. 

FSI then filed a post-trial motion, seeking JMOL on the issues of vaUdity and willfiilness. In the alternative, FSI also moved for a new 
^al.OnSriI5%0,thedist^^^ 

"as a matt^ of law, plaintiffs patent is invalid as obvious in light of Pratt or the combmauon of ftatt f^o,^ V ff" ^ 
entered in favor of FSI, and this appeal followed, vesting us with jurisdiction pursuant to 28 U.S.C. ^uyi^aju;. 



Claim Interpretation 

As the first step of the infiingement and validity analyses in tihis case, we ^.-^^^^l^y^^^Z^^ 

deference to the district court. Amazon.com. Inc. v. bamesandnoble.com. inc., 239 F.3d 134o, 1351, USPQ2d 1747, IQl :>~{irea. 
ctSohT^LTSrj,. V. FAS Techs.. Inc., 138 F.3d 1448, 1456, 46 USPQ2d 1169 1174-75 (-^^^^^^J^^^^^^^^ " 
WesmJlnstn,ments.Inc., 52 F.3d 967. 979, 34 USPQ2d 1321. 1329 (Fed. Cir. (OT5c), affd, 517 U.S. .70. 38USPQ2d 

1461 (1996). 

THe only claim interpretation dispute remaining on appeal concerns the limjtion in all_ of the asserted ^^^l!^, ^^^^^^^^ , 
mdicating the orientLn of the baseball relative to the palm of the hand." There is no dispute that this tenn ^ ^ 

means-pL-fimction limitation pursuant to 35 U.S.C. §1 12, ^ 6. and that the claimed mncnon is mdicatmg the onentanon of the 
LebaU relative to the palm of die hand." The only dispute on appeal concerns identification of the correspondmg stmcmre. 

[1] The district court ruled that the corresponding stiucmre included egg-shaped indicia having " Y^J^^^P" ^^^4^°^ "J^^ "^^^ 
kdicia situated closest to the palm of the hand, and any equivalents of such stmcture." f 'i^i^^TSorof ^' S^^^ 

is tiiat the claim limitation is not entitied to any range of equivalents whatsoever, on the basis that '1"'^?^^°° 
patent discloses onlv egg-shaped indicia witii tiipered ends, md that undisclosed eqmvalents cannot be construed to be witdm the 
scope of a patent cl^im In su^ort for its position. FSI points out that the only orientation mea^ e^hcitly descnbe^ m P^^^^^ 
is a sUght toper to the finger placement indicia, which are to be understood as bemg shaped m the lorm of egg-shaped ovals by 
http://iplaw.bna.com/'cgi-bm/omJsapi.dlV/ip_uspq2d.nfo/?showMdden=yes&^ 02/20/2002 



. 'inspectiiig the figures of the '193 patent 



To further assist the student the indicia are shaped so as to indicate the relationship of the pahn of the hand in grasping the ball. The 
portion of each indicia intended to be simated closest to the pahn is slightly tapered thereby to assist the student in achieving 
coirect orientation of the ball in the pahn. 
*193 patent, col. 5,11. 16-22. 
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FSFs areumtut on this point is wholly without merit, for it misunderstands the statute. Drafters of means-plus-function claim 
limitations are statutorily guaranteed a range of equivalents extending beyond that which is exphcitly disclosed in the patent document 
itself: 

An element in a claim for a combination may be expressed as a means or step for performing a specified function without the 
recital of structure, material, or acts in support thereof, and such claim shall be construed to cover the corresponding structure, 
material or acts described in the specification and equivalents thereof. 
35 U.S.C. §112, *S 6 (1994) (emphasis added). We therefore affirm the district court's claim constmction 

111 

Infringement 

This brings us to FSI's cross-appeal from the district court's grant of McGinley's motion for summary judgment of infiringement. At 
the summary judgment stage, the district court compared the asserted claims of the '193 patent as they had been construed in 
McGinley I to undisputed evidence concerning FSI's 2705 baseball, hi the accused FSI 2705 baseball, the finger placement indicia are 
in the shape of finger-hke outlines that are blunted at the end furthest from the fmgertips. 

Summary judgment is appropriate "if the pleadings, depositions, answers to intenogatories, and admissions on file, together with the 
affidavits, if any, show that there is no genuine issue as to any material fact and that the moving party is entitled to a judgment as a 
matter of law." Fed. R. Civ. P. 56(c). For purposes of the motion, "[t]he evidence of the nonmovant is to be beUeved, and all 
justifiable inferences are to be drawn in his favor." Anderson v. Liberty Lobby, Inc., All U.S. 242, 255 (1986). 

Upon reviewing the record before it at that stage of the htigation, the district court concluded that FSI had not demonstrated the 
existence of any genuine issue as to any materia] fact concerning infringement Specifically, the finger-shaped markings on the 
accused FSI 2705 baseball were found by the district court to be functionally identical and structurally equivalent to the tapered egg- 
shaped indicia disclosed in the '193 patent: 

Although the markings on defendant's ball are shaped somewhat differently than those found on plaintiffs product,[ 1 ] the court 
concludes that the difference is insubstantial: an elongation of the finger indicia, coupled with **blunting" the ends of each mark, as 
opposed to tapering them, adds nothing of significance to the structure disclosed in plaintiffs patent specification. Both types of 
indicia show tbe student precisely how to grip the baseball, and the difference between the stmcture used to accompHsh this 
function is, at best, an insignificant alteration. 
McGinley n at 1224 (footnote not in origioal). We review de novo the district court's legal conclusion that summary judgment of 
infruigement was warranted in this case. Ethicon Endo Surgery, Jnc, v. United States Surgical Corp., 149 F.3d 1309, 13 15, 47 
USPQ2d 1272, 1275 (Fed. Cir. 1998). 

On appeal FSI does not quibble with the district court's conclusion to the finger-shaped markings on the accused FSI 2705 baseball 
are stmcnnral equivalents of the tapered egg-shaped mdicia described in the '193 patent. Instead, FSI simply argues that the "means for 
orienting" limitation in the asserted claims is not entitled to a range of equivalents at all. Since we have aheady rejected that argument, 
FSFs cross-appeal on infiingement fails as well. Moreover, our review of the record reveals that .t-SI did not present any 
nonconclusory evidence in opposition to McGinley's motion for sinnmary judgment of infringement which would tend to indicate that 
an artisan of ordinary skill would not consider the fmger-shaped indicia on the accused FSI 2705 baseball to be structural equivalents 
of the tapered egg-shaped indicia exphcitly described in the '193 patent. Therefore, we affirm the district court's grant of sununary 
judgment of infiingement. 

IV 

Obviousness 

A patent is invalid for obviousness if "differences between tbe subject matter sought to 
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feS iTsues underlying the ultixnate obviousness ^ec-oa^^^ - undSlying factual mquiries. the ^.11 
1181 1183rFed.Cir. 1997). SpecificaUy. tie obviousness ana^ysisisb^^^^^^^ 

^Sffitors: (1) the scope and content Graham v. Jo/.^ Deera Co., 383 U.S. 1. 

oxdinaiy skill in the pertinent art; and (4) seconc^ \°Tf 3^14^6 iSo 44 USPQ2d 1123. 1130(Fed Cir. 1997). 

17-18 (1966); Kegel Co.. Inc. v. AMF Bowling. Inc., 121 F.3d 14_U, i^ju, v_ 

fti,. M natent were obvious in view of either Pratt alone, or in view of Pratt 

light ofthe teaching of Pratt. in Pmtt fi e the "means for orientation") can be found either in the 

m other words, FSI arguedto tiie jury ^^^^S^:" ^^.S at^^^^^^ was no motivation to combine the pnor art as 
"phantom hnes" of Pratt ormFigure 6 of Morgan. ^^^^^^"^^^^^^^"2 demonsto^^^ thatthe commercial success of both 



prima facie showing of obviousness. 



pnina lacic suuwaa^s « ^ 

obv to m view of Pratt done, rmdly, 3"y fotmd ^t ^f^™; PJ^^tt^ Morgm. Tl«. latter two todings by jmy "e 
assHted claimi were mvaHd as beii^ obvious in view of a '"""""Xhl ito 4ie iurVs fiiidmgs with respect to the imdetlymg 
Sed » ^ ultunate legd issue of obyiou»«j -^^*i°Xt^l^t7ere posed' fte jury in the verac fonn. nor do 

M i. »o.onfor JUOU FSI argne. ^.-reasonable j«n;c»M^ee^Ji^^^^^^^^^ 

Evt'tkr'dis.ric. oo« "staply [did] notbel^ve ^.^rplSri^^S^S'^'o^rirght of Pnitti. thl coni,ina,ion otPno. 
°.^rZ:4° ™^ 0??- alone, as wen as in .gb. ot Prat. andMorgan „ oon*^... 



the claims 
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s^t forth in the '193 patent are invalid as obvio\is."2 

w"e review a gran, of MOL witho.. deferet^e to ^e di«i«oo»t 7» — f J'^L'^/^^TiSa is'^r^el" 

sabslintial evTSiEHfTfJSHarel incorrect legal sonoards. -tf'i""., at, cm>ua,mme, 890 F.2d 225, 230 (lOfh Or. 1989); 
B74. 1376. 4j_lgP!Sdl3!?Jg°^,f^„9f,'^^^^^^ ^^Xit.^^ "o* if He proof is aU one way 

i'sfr.ss;Ss^'"-^-~ 

,n3na,y=n.*eco.=o«essof.™OLover»r.ingai2V"S;^— 

„>„, L ien detemnne .bether the dismct conrfs »1« ™ ° m^e been found by .he juty, and in applying the 

122 F.3d at 1479, 44 USPQ2d at 1 183 In r=-oteatu.g t= fac^^ fc^^ 

rrclX7/;SirerS$r»T2S^^^^ 



."motion for [JMOL] is appropriate, the court n^ldew the evidence and indulge all inferences i^'or of the party opposing the 
motion and cannot weigh the evidence, consider tiie credibility of witnesses or substitute its judpKnt for that of tiie jury.") (mtemal 
quotations omitted). 

Whether a patent claim is obvious under section 103 depends upon the answer to several factual questions and how the factual 
answers meld into the lesal conclusion of obviousness vel non. In this case, we think that the central question is whetiier there is 
reason to combine the Pratt and Morgan references, because if tiie references are properly combined, it is certam that tiie clauns are 
prima facie invahd for obviousness. If the jury was entitled to conclude tiiat these two references should not be combmed, then tiie 
asserted claims of the '193 patent cannot be invaUd for obviousness in the Ught of the proposed combination. If those clums are not 
invaUd under a combination of Pratt and Morgan, then, as a matter of logic, those claims cannot be hvaUd m flie Ught of Pratt aione. 
We thus turn first to the issue of whetiier Pratt and Morgan must be combined. 

Hie genius of invention is often a combination of known elements which in hindsight seems preordained. To prevent hindsight 
invalidation of patent claims, the law requires some "teaching, suggestion or reason" to combine cited references. Gambro Lundia AB 
V. Baxter Healthcare Corp., 1 10 F.3d 1573, 1579, 42USPQ2d 1378. 1383 (Fed. Cir. 1997). When the art in question is relatively 

simple, as is tiie case here, the oppominity to judge by hindsight is particularly tempting. Consequently, the tests of whether to ^ 

combine references need to be applied rigorously. See In re Dembiczak, 175 F.3d 994, 999, 50 USPQ2d 1614, 1617( Fed. Cii. 1999). 
limited on other grounds by In re Gartside, 203 F.3d 1305, 53 USPQ2d 1769 (2000) (guarding against faUing victim to the msidious 
effect of a hindsight syadrome wherein that which only die inventor taught is used against its teacher). 

Whether a motivation to combine prior art references has been demonstrated is a question of fact Winner Inti Royalty Corp. v. Wang, 
202 F.3d 1340, 1348, 53USPQ2d 1580, 1586 (Fed. Cir. 2000). The assessment of whether to combine reforences m a given case has 
sometimes been viewed conceptually as a subset of the first Graham factor, the scope and content of the prior art. See, ^S'J^'' 
Monarch Knitting Mach. Corp.v. SulzerMorat Gmbh, 139 F.3d 877, 881-83. 886. 45USPQ2d 1977. 1981-82 . 1985 (Fed. C„: 1998). 
Althouah that view is not incorrect, accurate assessment of whetiier to combine references may requne attention to otiier Grahmi 
fectors.^For exan^jle. the level of skill in the ait may inform whetiier the artisan would find a suggestion to combine m the teachmgs of 
an exenqjlar of prior art Where the level of skill is high, one may assume a keener appreciation of nuances taught by the prior art 
Similarly, appreciation of the differences between the claims in suit and the scope of prior art references— a matter itself mfomaed by 
the operative level of skill in tiie art— informs the question of whether to combine prior art references. At bottom, in each case the 
fectual inquiry whether to combine references must be thorough and searching. 

There is no question here that FSI presented sufficient evidence at trial ftom which a jury 
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could have decided that one of ordinary skill in flris case would have been motivated to combine Pratt and Morgan to produce a 
prima facie obvious invention. Specifically, FSI argued to the jury tiiat the only elements of tiie asserted clanns that are not clearly 
anticipated by Pratt are the finger-shaped marks that orient the baU with respect to the pahn of the user's hand. Rcferrmg to the 
"phantom hnes" in Pratt as suggestive of finger placement on the baU. FSI argued that one of ordinary skill would have been 
motivated to substitute the finger marks fiom the Morgan ball for tiie circular marks on Pratt, or alternatively to place three sets of 
marks on tiie Morgan ball in tiie hght of Pratt's teachings. In addition, FSI argued tiiat one of ordinary skill would have known to add 
Ihe finger orientation means of the Morgan patent to Pratt by "filling in" the phantom lines in Pratf s drawings and treating tiiem as 
finger orientation means. 



[2] But tiie jury did not hear a one-sided case on tiie issue of obviousness generally, and in particular on wheflier to combme Pratt and 
Klorgan. As FSI conceded at oral areument, McGinley presented reasons to tiie jury to reject a combination of tiie references. 
McGinley argued many grounds to support his contention tiiat the asserted claims are not obvious in die light of Pratt and Morgan. To 
counter FSI's claim tiiat those references should be combined to render McGinley's "means for orientation"obvious. McGinley pomted 
to specific differences between the prior art and tiie asserted claims. For example, Morgan does not disclose tiie required niarkmgs for 
at least tiiree different kinds of pitches, as do the asserted claims. And Morgan does not disclose maiidngs on a real baseball, as do 
Pratt and the asserted claims. We recount the gist of tiiis testimony below. 

The jury heard from Mr. Charles Quinn, FSPs vice president of marketing and corporate representative at tirial. Quinn testified in detail 
as to the express teachings of Pratt and Morgan, and as to the differences between these references and the asserted clamis. For 
example, he conceded tiiat tiie markings on tiie baseball in Pratt's invention were circular, and tiierefore incapable of mdicating 
orienution. Trial Tr. Vol. 2. p. 140. He also acknowledged tiiat tiie "phantom lines" in Pratt's drawings were not actually martongs on 
a baseball. Trial Tr. Vol. 2, pp. 177-78. Quinn also pointed out tiiat Morgan did not discuss implementing a baseball trammg device 
using a regulation baseball. Trial Tr. Vol. 2, pp. 172-73. Moreover, he acknowledged tiiat Morgan taught only tiie provision of micia 
for tiiiowing a single type of pitch on each Gaining device, instead of tiiree sets of indicia as required m tiie asserted clanns. Tnal Tr. 
Vol. 2, p. 145. 

The jury also heard from Mr. Richard Stitt, the attomev who prosecuted tiie '193 patent. Stitt testified at lengtii about tiie prosecution 
history of tiie ' 193 patent and tiie fact tiiat Pratt and Morgan were considered by tiie PTO tiuroughout tiie entire pendency of 
McGinley's appUcation. He confirmed tiiat tiie "phantom lines" in Pratt's drawings were not acnially marked on a baseball. Tnal Tr. 
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S^ol 3, p. 56. Stitt also pointed out that the PT^^er rejected the asserted claims as obvious in^^ of Pratt, and that it was never 
suegested by the PTO that the phantom lines ofPratt could easQy be transferred to the actual basMll to arrive at McGinley's claimed 
invention. Trial Tr. Vol. 3, pp. 57-58. 

Stitt testified that the PTO never rejected McGinley's claims by saving that one could substitute the "elongate finger-shaped markings" 
shown in Figure 6 of Morgan in place of the "circular dots" in Pratt. Trial Tr. Vol. 3, p. 63. He also pointed out that the PTO could 
have issued an obviousness rejection of the asserted claims based on a theory of transferring Pratfs phantom lines onto the baseball, 
but never did so. Trial Tr. Vol. 3, p. 185. Similarly, he testified that the PTO could have issued an obviousness rejection of the 
asserted claims based on a theory of combining Pratt wi& Morgan, but never did so either. Trial Tr. Vol. 3, p. 186. 

Stitt also testified that he flew to the Patent Office in Washington, D.C., with McGinley for an interview with Hie Examiner to discuss 
the differences between Pratt and Morgan and the claimed invention. Trial Tr. Vol. 3, pp. 142-145. Finally, he explained m detail why 
neiflier Pratt nor Morgan alone or in combination vwth each other would provide the claimed "means for orientation."Trial Tr. Vol. 3, 
pp. 150-52. 

In addition McGinley relied heavily on the presumption of vahdity to which his patent is entitled by flie terms of 35 U.S.C. §282, 
mainly in the context of Stitfs tutorial concerning how McGinley's patent was prosecuted, and in McGinley's openmg statement and 
closing argument to the jurv. As noted above, throughout the trial, McGinley pointed out that both flie Pratt and Morgan references 
were before the examinsr who tested McGinley's patent for validity. Indeed, those two references were discussed m an mterview 
between 
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die applicant and the examiner. The examiner rejected McGinley's claims as anticipated by Pratt, and made no mention of any 
concern as to obviousness in view of Pratt alone or of a combination of Pratt and Morgan. The Board of Patent Appeals and 
Interferences reversed the examiner's anticipation rejection, holding that Pratt failed to teach McGinley's means for onentmg the 
basebaU relative to the pahn of die hand. In due course, McGinley's patent issued and became clothed wiHi the statutory presumpton 
of validity, with no obviousness challenge having been mounted against it, either on the basis of Pratt alone, or of Pratt m combmaton 
with Morgan. 

Tbe jury in this case was expressly charged that the patent in suit is entitled to Hht presumption of validity, and that FSI could only 
overcome that burden with clear and convincing evidence to the contrary. It is weU estabUshed in our case law that FSPs burden m this 
case was especially heavy: 

When no prior art other than that which was considered by the PTO examiner is relied on by the attacker [FSI], he has tiie added 
burden of overcoming the deference that is due to a qualified government agency presumed to have properly done its job, which 
includes one or more examiners who are assumed to have some expertise in interpreting the references and to be familiar firom then- 
work with the level of skill in the art and whose duty it is to issue only valid patents. In some cases a PTO board of appeals may 
have approved the issuance of the patent. American Hoist & Derrick Co. v. Sowa & Sons. Inc., 725 F.2d 1350, 1359, 220USPQ 
763, 770(Fed. Cir. 1984), cert, denied, 469 U.S. 821, 105 S. Ct 95 (1984). 
Perhaps McGinley's best areument to save his claims firom prima facie obviousness in the light of Pratt and Morgan is his contention 
that those references together teach away firom their combination We have noted elsewhere, as a "usefiil general mle," that refereMes 
that teach away cannot serve to create a prima facie case of obviousness. In re Gurley, 27 F.3d 55 1, 553, 31 USPQ2d 1131, 1132 (Fed. 
Cir 1994). If references taken in combination would produce a "seemingly inoperative device," we have held that such reierences 
teach away fi-omthe combination and thus cannot serve as predicates for a prima facie case of obviousness. In re Sponnoble, 405 F.2d 
578 587 160USPQ237 244(CCPA 1969) (references teach away from combination if combination produces seemingly moperative 
device); \ee also In re Gordon, 733 F.2d 900, 902, 221 USPQ 1125, 1127 (Fed. Cir. 1984) (inoperable modification teaches away). 

McGinley argues in his brief that Pratt itself teaches away from combining the finger orientation of Morgan, because Pratt, by 
teaching only the placement of finger tips on the baseball, leads away from placing a fiill firiger orientation on the baU. Such may oe 
the case but we have no assurance that the jurv heard that argument At oral argument in this court, however, FSI confirmed that 
McGinley argued to the jury that adding the finser marks of Morgan to Pratfs baseball, by "filhng in" the phantom marks to create 
structure that defines orientation as claimed, would require obUteration of the claimed rotation arrows, a feamre that is necessary m 
order to pennit the Pratt invention to operate properly. FSI also confirmed at oral argument that the jury heard McGinley's argument 
that to combine the finger placements of Morgan onto the Pratt ball would also render the Pratt ball inoperable, by eUmmatmg the 
multi-colored equatorial band, a claimed feature of the Pratt patent also required for successfiil operation of Pratfs mvention 

We are satisfied that McGinley presented sufficient evidence as weU to counter FSI's alternative argument that it would have been 
obvious to place three sets of marks on the Moraan ball in hght of the teaching of Pratt First, a reasonable jury could have aetennmed 
from examining the Morgan reference that the fineer placement indicia on Morgan are too large to allow the mclusion of more tnan a 
single set of markings. This point is important, because Morgan expressly requires markings on the ball to accommodate tns 
placement of two fiiU fmeers and a thumb to simulate throwing a single pitch. The jury could have certainly concluded that one of 
ordinary skill would not attempt to place markings for two additional pitches on Morgan's ball. Two more sets of markmes as snown 
by Morgan itself would require markings for two additional sets of fingers and thumbs. On the other hand, two sets of markmgs as 
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• shown by Pratt would lead to confusion as tc^^ correct means for orientation on Morgan's bzJMjiy such configurations, 

• Morgan's invention with roarkmgs for thro\^aiPhree different pitches, woxild risk, if not achi^pobliteration of the clear and 
unmisiakable maikings shown on Morgan's ball to teach the throwing of a single curving pitch. Moreover, a reasonable jury could 
have considered that all of die embodiments 
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described and illustrated in the Morgan reference are expressly hmited to teaching a student pitcher to throw a baseball with a 
"particular curve or break," and that none of the embodiments discuss or suggest using a conventional baseball as opposed to a hollow 
shell comprising two metallic or plastic hemispheres glued or otherwise bonded together. The ]xny also could have concluded that 

Morgan ^with its fiill finger and thumb imprint markings on the ball — teaches away from a means for orientation using the smaller 

tear-drop markings disclosed by McGinley'or the small truncated finger-shaped m a rk i n gs used in FSPs accused baseballs. 

Given the strength of the teaching away point, we tViinV it remarkable diat FSI makes no attempt whatsoever in its brief to counter 
McGinle/s argument. The jury's verdict that the claims in suit are not obvious is supported by the evidence brought forward by 
McGinley to resist FSFs contrary evidence. Here we have the classic exanq)le of sufficient evidence to support each position argued to 
the jury. The key issue, namely what the references teach and whether they teach the necessity of combination or the requirement of 
separation, is a fact issue. When the jury is supplied with sufficient valid facnial information to support the verdict it reaches, that is 
the end of the matter. In such an instance, the jury's factual conclusion may not be set aside by a JMOL order. 

Given the multiple bases xipon which the jury's verdict in favor of McGinley can be sustained over FSI's arguments for combining the 
references, we must conclude that FSI fares no better in arguing a combination of Pratt into Morgan than it does in arguing a 
combination of Morgan into Pratt. The jury was thus entitled to reach its verdict of nonobviousness on the ground that one of ordinary 
skill in the art would not deem the asserted claims of the ' 1 93 patent obvious in light of Pratt and Morgan in combination. That being 
the case, it is illogical to think that one of ordinary skill in the art would have deemed McGinley's claims obvious in the light of Pratt 
alone. If one of ordinary skill is not taught by Morgan to extend Pratf s circular m ar k ings into the phantom lines, that person would not 
be taught by the phantom lines alone to do so. 

Nonedieless, we think the district court erred as well in its decision that McGinle/s asserted claims were obvious as a matter of law in 
view of Pratt alone. A2 1 -22. According to the district courf s reasoning, no reasonable jury could have failed to conclude that an 
ordinarily skilled artisan would have been motivated to transfer the finger-shaped "phantom lines" shown in the Pratt reference onto 
the actual Pratt baseball itself, thus providing the missing "means for orientation" that is admittedly otherwise missing in Pratt 

It should be noted that the "phantom Unes" shown in Pratt are virtually identical to the finger-shaped markings on Fig. 6 of the 
Morgan reference, except that the Morgan markings are "filled-in" and actually marked on the ball; Therefore, many of the arguments 
mentioned above with respect to Morgan apply with equal force with respect to the Pratt phantom lines. Specifically, as FSI conceded 
at oral argimient before this court, the jur>^ heard McGinley's argument that transferring large fmger-shaped markings (such as those 
illustrated in Fig. 6 of Morgan or in the phantom lines of Pratt) would render the Pratt invention inoperable by interfering with the 
multi-colored equatorial band. Thus, according to this evidence, one of ordinary skill in designing baseballs for use as pitching trainers 
would not be motivated to modify Pratt by filling in the phantom lines to express palm-oriented finger placement on the ball. As 
mentioned above, the jury also heard extensive testimony concerning the prosecution history of the 193 patent, including the critical 
facts that (1) Pratt was before the PTO dming the entire pendency of the patent application, and (2) aldiough the PTO continued to 
reject the asserted claims as anticipated by Pratt until McGinley won an appeal before the Board on that point, the PTO never rejected 
the asserted claims as obvious in view of Pratt alone. Surely, relying on the presumption of regularity that applies to all administrative 
agencies such as the PTO, the jury could have reasonably concluded that if the PTO beheved that an obviousness rejection based on 
Pratt alone was warranted, such a rejection woxild have been promptly made. Also, just as was the case with the Morgan niarkings, the 
jury could have reasonably concluded from an examination of the references that the Pratt phantom lines are so large that it would not 
be feasible to include three sets of them on a single baseball, as required by the asserted claims. Because substantial evidence supports 
the jury's implicit factual finding that no motivation to modify Pratt in that manner has been demonstrated in this case, the district 
court's ruling that Pratt alone renders the asserted claims obvious as a matter of law was erroneous. 
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Due to the "black box" nature of the jury's verdict, it is impossible to determine which of the above pieces of evidence, alone or in 
combination, carried the day in the jury room, and how much weight was assigned to each piece. All that can be said with certainty is 
that— as a whole— the evidence enumerated above (all of which was admittedly before the jury) constitutes substantial evidence to 
support the jury's verdict We recognize the concerns of the dissenting opinion that it is difficult to sort out the weight to be given 
factual determinations in an obviousness inquiry from the degree to which the district court should override permissible found-facK to 
sum-up the legal conclusion of obviousness vel non. But when a dispositive element of the factual equation, here whether to combine 
or modifj' key'references, so clearly could have been decided by the jury in McGinley's favor, it is not our place to eUde the vagaries 
of a black box jury verdict by oveniding the jury's decision. Our law does not compel the use of special verdicts in these cases, and so 
long as the parties are content to give the jury unfettered room to operate on dispositive factual issues withm the scope of a general 
verdict request, we must be mindful of our role as an appellate court and respect the verdict reached, notwithstanding what may seem 
to some to be an invention of littie novelty. 
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For the reasons set forth above, we conclude that the district court erred when it ruled on JMOLinat no reasonable juror could have 
ruled that FSI failed to make out a case of obviousness by clear and convincing evidence. 

V 

Denial of McGinley's Motion to Amend Complaint 

More than one year after McGinley had filed its initial complaint against FSI in this case, and almost two months after the deadline 
that had been set by the district court for filing a motion to join additional parties, McGinley sought to add his own company and oral 
exclusive licensee, S.C. Products, Inc. ("SCP"), as a plaintiff. Apparently, McGinley and SCP are "one and the same,"and McGinley 
is the sole shareholder of SCP. However, in a technical corporate sense, the RCIB was sold by SCP, not by McGinley. 



[3] The district court denied McGinley's motion, and articulated the following bases for its decision: 

The court, in its May 10, 1999 telephone conference, found that both parties have been equally dilatory in preparing this case for 
trial, and therefore denied the plaintiffs motion for an extension of the deadline to file amended pleadings. The plaintiffs current 
motion to amend comes nearly two months after the deadline for such motions. The court beheves that, had the plaintiff diligently 
sought to bring the matter to trial, the plaintiff could have brought this motion to amend within the deadline specified in the 
scheduling order. For example, the plaintiff did not complete depositions of defendant and its representatives — ^the very depositions 
on which he in part bases his motion to amend — until the week of May 17, 1999, some six weeks after the deadline for motions to 
amend. 

A district court's decision to grant or deny a motion for leave to join a party involves a procedural question that raises no special issues 
relating to patent law, and therefore Tenth Circuit law applies in this case. Sun-Tek Indus., Inc. v. Kennedy Sky Lites, Inc., 856 F.2d 
173, 175, 8USPQ2d 1154 1156 (Fed. Cix. 1988). In the^Tenth Circuit, this issue is reviewed for an abuse of discretion. Scheuflerv. 
Gen, Host Corp,, 126 F.3d 1261, 1270 (lOth Cir. 1997). In this case, we can safely conclude that the district court did not abuse its 
discretion. Trial courts are given broad latitude in managing and scheduling cases, and tiierefore the stated bases for tbe district court's 
decision to deny McGinley's motion are entirely reasonable. See Fonan v. Dax^is, 371 U.S. 178, 182 (1962) (stating that imdue delay 
may form a proper basis for a court to exercise its discretion to deny a plaintiffs motion to amend its con^laint). 

VI 

Denial of FSI's Motion for New Trial on Willfulness 

FSI argued at trial that it did not wUlfiiily infringe the * 193 patent on the basis that it allegedly had a reasonable, good faith belief that 
the patent was invalid. FSI did not rely upon advice of counsel to demonstrate this belief. Instead, FSI sought to demonstrate its good 
faith belief through the testimony of its corporate representative and vice president of marketing, Charles Quiim, who was to testify as 
to FSPs understanding of the Pratt and Morgan patents. At trial, the district court prevented Quinn from testifying as an ordinarily 
skilled artisan in the invalidity portion of the 
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trial, since he was not qualified as an expert under Federal Rule of Civil Procedure 26. 

After the jury verdict, along with its motion for JMOL of invalidity, FSI argued in the altemative that it was entitled to a new trial on 
wi l lfulness, without citing any particular basis for granting the motion, other than referring to evidence presented at trial tending to 
show that FSrs infringement was not willful. In its briefs on appeal, FSI argues for the first time that it is entitled to a new trial 
because it was denied a fair opportunity to present its allegedly *Tcey piece of exculpatory evidence" at trial Quinn's testimony as 
to FSFs understanding that the '193 patent was invalid in view of Pratt and Morgan). The district court denied the motion for a new 
trial on willfuhiess, stating as follows: 

[E]ven if the Federal Circuit were to reverse this court on its JMOL determination, the jury's willfulness finding should not be set 
aside nor should defendant be entitied to a new trial. The crux of this opinion is that the *193 patent is obvious as a matter of law; if 
the court is deemed to be incorrect in that conclxision, that is, if there actually was a question of fact for the jury on obviousness, 
then, as plaintiff discusses in his responsive papers, the evidence presented supports the jury's conclusion that the infringement was 
willful and, also, the verdict was not so contrary to the weight of that evidence as to mandate a new trial. 

The denial of FSFs motion for a new trial is a procedxu'al issue not unique to patent law, and is therefore reviewed in this case xmder 
the Tenth Circuit's abuse of discretion standard. Smith v. Ingersoll-Rand Co., 214 F.3d 1235, 1242 (10th Cir. 2000); accord Shearing 
V. lolab Corp., 975 F.2d 1541, 1544, 24 USPQ2dll33, 1136(Fed. Cir. 1992). 



[4] We conclude that the distriict court did not abuse its discretion in denying FSFs motion for a new trial. Because FSI failed to make 
any offer of proof under Rule 103 of the Federal Rules of Evidence, nothing in the record indicates what Quinn would have said on 
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the stand if asked. Sormsen v. City of Aurora, ^.Id. 349, 355 (10th Cir. 1993) (finding no abi^of discretion in denymg new tnal 
where piity failed to establish sufficient factuaPRord for appellate court to consider propnety (^eluding testimony). Moreover, we 
are sat^fied that— even without being allowed to present Quinn's allegedly exculpatory evidence— FSI took advantage of its fair 
opportunity to present evidence concerning FSI's independent development of the accused 2705 baseball and its alleged acts of good 
faith to the jury. 



VII 

Conclusion 



For the reasons stated above, we reverse the grant of JMOL in favor of FSI and order the jury's verdict remstated. We leave 
undisturbed, however, the district court's other judgments, ruhngs, and orders on appeal, thereby afBrming the remammg questions 
raised by McGinley and the cross-appeals presented by FSI. The case is retumed to the district court for fiirther proceedings not 
inconsistent with this opinion. 



Costs 

No costs. 

REVERSED-IN-PART AND AFFIRMED-IN-PART 
Footnotes 

1 We note fliat the district court incorrectly referred to "plaintiffs product'Yepeatedly in its memorandum and order granting summary judgment of 
iiifringement, where "plaintiffs asserted claims" were clearly meant to be referenced instead. See, e.g.. McGinley II at 1224. Upon reviewing, the 
record, we conclude that fliese erroneous statements were hamiless, since there is no contention by any party that any significant differences exist 
between McGinleys commercial embodiment ("the RCIB") and relevant aspects of the asserted claims. 

2 We interpret this statement as refenring solely to the asserted claims. 

Dissenting Opinion Text 

Dissent By: 
Michel, J., dissenting. 

Because I conclude that the Pratt patent, alone, renders the patmted invention obvious as a matter of law, I would afSm. I am 
especially troubled by the imphcation I see in the majority's opinion that a general jury verdict on the legal question of obviousness is 
essentially immune frorh review by the trial court on JMOL, or by this court on appeal. 

The issue presented in this appeal derives from the common, if unfortimate, practice of allowing the jury to render a general verdict on 
the ultimate le^al conclusion of obviousness without requiring express findings on the underlying factual issues through a special 
verdict or special interrogatories under Fed. R. Civ. P. 49. Nevertheless, since the inception of our court, we have recognized feat a 
court may submit this legal question to a jury and that doing so by general verdict rather than by Rule 49 is not ordmanly an abuse of 
discretion. Railroad Dynamics. Inc. v. A. StucJd Co., 727 F.2d 1506, 1515, 220USPQ 929. 937 (Fed. Cir. 1984); Connellv. Sears. 
Roebuck & Co., 722 F.2d 1542, 1547-48, 220USPQ 193, 197 (Fed. Cir. 1983). We have emphasized, however, that [t]here is no 
question that the judge must remain the ultimate arbiter on the question of obviousness." Railroad Dynamics, ^27 F.2d at I M 
USPQ at 937; see aho Richardson-Vicks Inc. v. Upjohn Co., 122 F.3d 1476, 1479, 44 USPQ2d 1181. 1183 (Fed. Cir. 1997) ("That an 
obviousness detennination 
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stands upon the relevant facts of the case does not convert the ultimate conclusion of obviousness from one of law into one of fact."). 

The difficulty presented in this appeal is how to separate the role of the jury to find facts (with these findings binding on this court, as 
well as the tiial court, so long as they are supported by at least substantial evidence) from the role of ttial judges m reachmg, or for us 
freely rsviewina the ultimate leeal conchision of obviousness, ve/ non. In this case, the verdict form teUs us only that the jiny found 
the claimed invention nonobvio^ in hght of Pratt and/'or Morgan, with no identification of the jury s resolution of genume disputes 
over material factual issues. We must therefore imply such facmal findings, under the legal presumption that the jury found aU facts 
necessary to support its verdict in favor of McGinley. RaUroad Dynamics, 111 F.2d at 1516, 220 USPQ at 937 ("[Wjhen a jury retiams 
a general verdict, the law presumes the existence of fact fmdings implied from the jury's havmg reached tiiat verdict. ). 

When faced vnth a general verdict of nonobviousness or obviousness, the categories of facts the court must imply concern the scope ^ 
and content of prior art; what a prior art reference teaches; the differences between the claimed invention and the prior art; the level Oi 
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■ordinary skiU in the prior art: and objective evi^e of nonobviousness. Graham v. John Deere 0^383 U.S. 1 , 1 4 148USPQ459, 
t^eTrTcAir lnc. v. Denso Mfg.MickiiMnc., 192F.3d 1353. 1359. 52 USPQ2d 1294, W (Fed. Cir 1999). In cases sucn 
I^Se sk^i^e prior art refere^e is alle^to render the claimed invention obvious, there must be a si^cxent showi^ of a 
SS^stion or motivatfon for any modification of the teachings of that reference necessa^ to reach ^^^^^^^^^^^^^^ 
su^ortthe obviousness conclusion. Sibia Neuroscis.. Inc. v. CadusPharm. Corp., 225 F.3d 1349. b56. ^ USPQ2d 1927. l^o l^tsa. 
^2000); B^Toodrich Co. v. Aircr^ Braking Sys. Corp., 72F.3d 1577. 1582. 37 USPQ2d 1314. 13l8(Fed. Cir- 1996)^.1^ 
suggestion or motivation may be derived from the prior ait reference itself, from the knowledge ot one ot ordmaiy skill m the art, or 
from the nature of the problem to be solved Sibia, 225 F.3d at 1356. 55 USPQ2d at 1931. 

While the trial court must defer to the jury's factual findings, actual or implied, the court nonetheless has flie duty, when presented 
S SoSn fS^OL following a gSal verdict or. obviousness, to review the factv^ Sj^l? ^"^^^^ 

and the ultimate conclusion on obviousness for legal correcmess. Railroad Dynamics, 111 F.2d at 15 13 220 USPQ 936 ( The 
moving party is entitled to JNOV when the court is convinced: (1) that reasonable penons could no m hght °f ^/^^ evid^ce 
found ie facts necessary to support the jurys verdict; or (2) that the facts properly found cannot m law support ^t verdict )^ ^flie 
prSent case, the trial court dutifirlly performed this analysis, citing our precedent, and concluded that no reasonable jury could find 
ftat Pratt did not render McGinley's claimed baseball obvious. I agree. 

Tbe only arguable difference between Pratt's and McGinley's claimed marked baseballs for student ^tohers is P";Wortedly 
lacLT^Es for indicating the orientation of the baseball relative to the palm of tiie hand," a hmitaton y ^^^^^^^^ . 

McGi^ey U S. Patent llo. 5 407.193, col. 5, U. 41-42. There has been no admission, as the majonty suggests, that Pratt does not 
STe a ■••means for orientiAg.-ine stmctures corresponding to this means-plus-fimction bmitation m McGm^e/s b^^^^i^^ 
S sete of Sger markings, shaped like tapered eggs, with the direction of the taper mdicatmg the proper ^^^^''^^^^^J^J^' 
ScSs S^Tbat is, the poin^ of the tapers, by%xtension, lead approximately to the center f^^^^^^^f^ngertip^cement 
EkSgs illustrated ii^ Pratf s diagrams, by contrast, are simple circles with no taper, and thus do not pomt toward the pahn. 
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■me jury did indeed hear testimony to &e effect that Pratf s rounded fingertip placement indicia would leave a smdent prtcherxorrfi^^^ 
as to hSw- to grip the ball, as the pitcher would be unsure whether to grip the ball on only one of its hemispheres, or rather to grasp th. 
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hall fuUy across its equator. Mr. Richard Stitt, J^ttomey who prosecuted the '193 patent, testifij||that the symmetry of Pratf s 
fingertip markings would frustrate gripping thH '"cause if the opposite side of that baU look^ same as tiie side we're lool^g 
yjf doSknowwhich to approach ttfrom, and thats a critical question." Trial Tr., Vol. 3. p. 201. Contranly. Mr. Stitt testified that if 
we had a — a taper on one end of this circle, I would know to approach the balL" Tnal Tr. Vol. 3, p. 218. 

Such testimony, in my view, is a nullity because it contradicts the teachings of the Pratt patent, which by its very markings necess^y 
discloses a means for orienting a pitcher's fingers on the ball "relative to the pahn." As iUustrated here, Pratf s diagrams show multiple 
sets of fingertip placement indicia, with a single set comprisiag two circles situated near 
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each other (described in the specification as markers for the pitcher's forefinger and second finger) and a third spot somewhat 
removed from the other two (described as a marker for the thumb). As a matter of geometry, there are only two ways for a pitcher to 
place his or her thumb, forefinger, and second finger on these three spots (barring finger-crossing). One way is to pmch the near 
hemisphere of the baseball with one's fingertips. The other way is to grasp the ball near the pahn of one's hand, wrapping one s fingers 
across the equator of the ball (i.e., the way a baseball is always thrown). 

Pratf s written description tells us lhat people of ordinary skill in this art (and student pitchers) ^°^S^^fy^°\%^ff^^i^°^^ 
baseballs. The patent states that, for a fastbaU, the ball is thrown with "the usual forearm motion. U.S. Patent No. 2,925,273, col. 2 U. 
25-26. A fingertip grip ofi only one hemisphere of the ball would be unworkable, as for a curveball, tiie patent recites using a faster 
grip," and throwing the ball with a "conventional wrist snap," so as to impart a "maximum spm to tiie ball at col. 2.. U; 53o4. lo 
do so. the forefinger and second finger must "extend across two sections of the stitches of the seam, such that the thun* e'Jends 
alons the seam." Id. at col. 2, 11. 50-52. These instructions, read in view of the finger placement mdicia, reduce the number of possible 
pahn orientations to one: thebaU-in-palm grip. Because Mr. Stitfs testimony contradicts the express teachmgs of Pratt, his testmo^ 
evidence is entitled to no weight. I conclude that the express teachings of Pratt, as a matter of law, disclose to persons of ordmary skill 
a means for orienting the ball in the pitcher's pahn. 

Of course in the context of a means-plus-fimction claim, the invalidating prior art must disclose not singly fl means for achieving the 
desired function, but rather the particular structure recited in the written description corresponding to that ftmction^ or an etpiivalent 
^ZTSre Donaldson Co.. Inc., 16F.3d 1189, 1193, 29USPQ2d 1845. 1849 (Fed. Cir. 1994) To this end, the Pratt patent discloses 
more than just circular fingertip markings, as his diagrams also display "phantom lines"(which do not appear on &e actual baU 
covered by the patent) extending tangentiaUy from the fingertip placement circles in the direction that a pitchei^s fingers shoidd be 
placed. FSI argues here, as below, that these phantom lines would have taught skilled artisans to extend tangentiaUy Pratt's circular 
markings to give them directionahty. 

AttriaL Mr. Stitt discounted the importance of these phantom lines, testifying that "[fjl^y donthave anythmg to do with the 
invention." Trial Tr Vol 3 p. 1 83 . This remark was lesally inconrect, because although the phantom hnes do not appear on Pratrs 
J^SS^bai tTey do coniAe part of Pratf s disclosur^. sle In re Fritch, 972 F.2d 1260, 1264 23 USPQ2d 1780, 1782g^ed Ci. 
1997) ("It is weU settled that a prior art reference is relevant for all that it teaches to those of ordinary skill m trie art." ). McGmley also 
armes in his briefing that adopting tbe phantom lines from Pratt would be unworkable, because these hnes would be too long and 
would obscure other markings on the baseball. The majority accepts this argument But absolutely no tnal testunony — none — 
su<rgests that Piatt's phantom lines are too long, or that their length as shown in the drawings would have dissuaded a skilled artisan 
from shortening the finger placement indicia as necessary to avoid obscuring any other markings. Mere attorn^ ^ °° 

substitute for evidence of record. To support its holding (and its statement that the issue of motivation to modify Pratf s l^es into 
McGinlev's tapers "so clearly could have been decided by the jury in McGinley's favor"), the majonty combmes testimony d^cussmg 
the elonsated finger grooves from Morgan with the testimony concerning the circular fingertip placement markmgs of Pratt But by 
importin~g testimony regarding Morgan into its Pratt analysis, the majority appears to contradict its own holdmg that these references 
^not combinable Moreover, putting aside the lack of evidence on this point, it hardly matters that the phantom hnes as shown are 
lonaer than they need be if they were actuaUy drawn onto the baU. An artisan need not copy tiie lines precisely as sho^ but u^eafl 
woid know to optimize the lensth of the lines to fit the constraints of the other markmg on the ball. See In re Baird 16 F.3d 380 383, 
29 USP02d 1550 1552(Fed cir. 1994) ("[A] reference must be considered not only for what it expressly teaches, but also for what it 
fairly suggests.*') (quotin g In re Burckel, 592 F.2d 1 175, 1 1 79, 201 USPQ 67, 70 (CCPA 1979)). Such a design variation wo-ald be 
routine in die baseball design art 

Presumably, the jury found that the phantom lines depicted m Pratt's diagrams would not have motivated a reasonable artisan to 
elaborate ori Pratf s circular fingertip placement indicia and break their symmetry. However, 
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the onlv trial testimonv supportive of this finding - i.e., Stitfs comment that the phantom lines have noting to do with the 
invention - is legally incorrect. Aside from this remark, and testimony concerning tiie Morgan patent (whicn tiie majonty finds to be 
non-analogous), there is simply no evidence, let alone substantial evidence, in support of the jury's iinphcit finding. Moreover, this 
imphcit fiidins is contradicted by the disclosures of Pratt, itself. Pratt clearly contemplated tiie possibihty tiiat the reader of his patent 
might not imrrTediately appreciate the proper orientation of a pitcher's fmgers — that is why he added the phantom hnes to his 
drawings. By including these hnes in his disclosure, Pratt imposed directionahty on his circular markmgs m the drawmgs and 
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. , • u- ,„»ctJr,r, fnr TP<!hat)ine the circular fingertip placement indicia accordingly. To the 

necessarily conimunicated to those m his field ajgpestion for « "^P^'Td l^^^^ evi^eJfcnd contrary to Pratf s express 

extent the jury's impUcit findings are to the cont^I find ^"P^KsTw^ kg^Cirect 
and graphic disclosures. To Ihe extent the jury rested its conclusion on such tmom^s, ii was i g y 

Pratf s ciicAr mdida and McGmleys tiered, '^f-f^'' "^"i-"^,^ ^^^23 the fecE properly, if i^Pli"* 
obviousness is different It letnains the provmce ot the ""^.^.^^^ZZ^^ 12?F 3d at 1479. M USPQ2d at 1183; 

found ^ tbe iwy, " °— « sl^w'^^^^ - " '^T 

Railroad Dynamics, 111 F.2d at 1515, 22U Ubflj at '-^J^' ^ tjiac-ment of the circular niarkings, and the 

the verdict w-inner and non-mcvant But it is -^deniable (by ^^^^l^I;^'^^^^,^ around the ball "relative to the pahn." 
accompanying mitten description) that Pratt discloses a means for o^^ntrng a pitch^ toectionaUty and to break the symmetry 
Morver:the phantomlines suggest altering P-tt's circiJar ^^^^^^ P^^^ S Tc^f^ cSXthe prior art and the claimed 
of the circular fingertip indicia, acknowledge that there a^e ^^'^'^'"^"^^^'^^ ? the role of the court to assess whether m 
invention. But this is where the legal analysis, as opposed to thefact ^^^^^^ ^^^^^^ have been obvious, 
hght of these differences and die suggestion t° f^^-^^^^ *f ^^^f^Sn tE baU designer of even minimal skill in Ihe ait 
Viewing aU these fectual considerations m contex^ ^ 1^ Soinh^^ and rekpe them into tapered eggs. Nor do 
v,ould have found it blatantly obvious to modify Prat^ « cirdes (^jf that these sales are due to the markings on 

McGinleys purportedly fabulous sales ch^ge ^^^^^rfSr^^^^^ I conclude that McGinleys patent was proven 

the ball, as opposed to Roger Clemens' endorsement, or advertismg. Accorom^iy, 
invahd for obviousness. " 

lamconcerned aboutfarmoreim^ortant effects of to^y.^^^ 

still other baseball conqjetitors. Rattier. I am concerned '^^'^'^l^^^^'Zil^ and that serious legal errors by juries will 

hereafter consider such general verdicts on ^Y^°^°"^™J,^^'XSen lucoS'etitors in an incLtry. Indeed, I think 

thus go uncorrected. THe result will be that defective patent wm ^^^^^^J^^^o^^^^ ease of obviousness, and yet more 

todays appeal represents just such a case. More may follow. » « ^ ^ ^^^^^^^^ f j .3 conclusion on 

surorisina to find our supposedly de novo review so limited, despite our settlM case la^^ j y 

oSSl^es^ ifa legal question freely reviewable by judges. I therefore respectfiilly dissent 



-End of Case- 
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